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Office Action Summary 



Application No. 

09/809,738 



Examiner 

Curtis E Sherrer 



Applicant(s) 

TIANO ET AL 



Art Unit 

1761 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time nnay be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)H Responsive to communication(s) filed on 14 March 2001 . 
2a)n This action Is FINAL. 2b)[3 This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex pa/te Quayle, 1935 CD. 11, 453 O G. 213. 
Disposition of Claims 

4) H Claim(s) 1-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 1-10 is/are rejected. 
?)□ Claim(s) is/are objected to. 

&)□ Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9)0 The specification is objected to by the Examiner 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)\3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) 0 The proposed drawing correction filed on is: a)^ approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action, 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .D Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) n The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. j 

Attachment(s) I 

1) H Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s) j 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Notice of Informal Patent Application {PTO-152) 

3) [D Information Disclosure Statement(s) (PTO-1449) Paper No(s) 3 . 6) □ Other: 



u s. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 
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DETAILED ACTION 



Claim Rejections -35 USCff 112 



The following is a quotation of the second paragraph of 35 U SC. 1 12: 



The specification shall conclude with one or nit>re claims parti cularh' ptMnting out and distincllv claiming the 
subject matter which the applicant regards as his in\'ention 



Claims 1-10 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims 1 and 8 contain the term "about." The term "about'' is a relative term, which 
renders the claim indefinite. The term "about" is not defined by the claim, the specification does 
not provide a standard for ascertaining the requisite degree, and one of ordinary skill in the art 
would not be reasonably apprised of the scope of the invention. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention wus blown or used by others in this countr>\ or patented or descnbed in a printed publication in this 
or a foreign countr\: betbre the invention thereof bv the applicant for a patent. 

(b) the invention was patented or descnbed in a pniUed publication in this or a ibreign countrv^ or m public use or on 
sale in Uiis countr>', more than one year pnor to the date of application for patent in the United States. 



Claims 1, 2, and 5 are rejected under 35 U.S.C. 102(a) as being anticipated by Atkins 
Ready-to-Drink Shakes (Product Alert, Nov 13, 2000). 



Claim Rejections - 35 USC 102 
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The ready-to-drink product of Atkins anticipates the instant claims. Apphcants refer to 
the Atkins product in their specification on pages 1, 2, 6, and 13, whereby it appears that 
applicants are using the Atkins formula to create the claimed product. The Nutrition Fact list for 
the Cafe au Lait shake, obtained from the Internet ( www.atkinscenter.com ), provides the 
ingredients and amounts. 

Claims 1-3, and 5 are rejected under 35 U S C 102(b) as being anticipated by Atkins 
Shake Mix (New York Times, Jan. 11, 2000) in Hght of Atkins Cappuccino Shake Mix label. 

The Times articles sets forth a date when Atkins Mix was in use. The label discloses the 
ingredients of the mix. Because the phrase "ready-to-drink' is broad (in view of the 
specification), the prepared (hydrated) Atkins mix anticipates the above claims. 

Claim Rejections - 35 USCJIif 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtanied though the invenlK)n is nt)l identically disclosed or described as set Ibrth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the lime tlie invention was made to a person 
having ordinary' skill in the art to which said subject matter pertains. Patentability shall not be negati\ed bv the 
manner in which the invention was made 

Claims 4 and 6-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Atkins 
Ready-to-Drink Shakes. 

Atkins Ready-to-Drink Shake does not contain all the claimed ingredients, i e., the mix of 
oils, the mix of proteins or the DMP. All of the ingredients are commonly used in the food 
industry and are notoriously well known. It would have been obvious to those of ordinary skill 
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in the art to use the claimed ingredients in the disclosed shake because those in the food art will 
modify the ingredients in a recipe in order to obtain the most economical and acceptable product 
for the consumer. 

Applicants' attention is invited to In re Levin, 84 U.S.P.Q. 232 and the cases cited therein, 

which are considered in point in the fact situation of the instant case, and wherein the Court 

stated on page 234 as follows: 

This court has taken the position that new recipes or formulas for cooking 
food which involve the addition or elimination of common ingredients, or for 
treating them in ways which differ from the former practice, do not amount to 
invention, merely because it is not disclosed that, in the constantly developing art 
of preparing food, no one else ever did the particular thing upon which the 
applicant asserts his right to a patent. In all such cases, there is nothing patentable 
unless the applicant by a proper showing further establishes a coaction or 
cooperative relationship between the selected ingredients which produces a new, 
unexpected, and useful function. In re Benjamin D. White, 17 C.C.P.A (Patents) 
956, 39 F.2d 974, 5 U.S.P.Q. 267; In re Mason eta/., 33 C.C.P.A. (Patents) 1144, 
156F.2d 189, 70 U.S.P.Q. 221. 

Claims 4 and 6-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Atkins 
Shake Mix (New York Times, Jan. 1 1, 2000) in light of Atkins Cappuccino Shake Mix label. 

Atkins Shake Mix does not contain all the claimed ingredients, i.e., the mix of oils, the 
mix of proteins or the DMP. All of the ingredients are commonly used in the food industry and 
are notoriously well known. It would have been obvious to those of ordinary skill in the art to 
use the claimed ingredients in the disclosed shake because those in the food art will modify the 
ingredients in a recipe in order to obtain the most economical and acceptable product for the 
consumer. Applicants' attention is again invited to /// re Levin. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Curtis E. Sherrer whose telephone number is 703-308-3847. The 
examiner can normally be reached on Tuesday-Friday, 8AM-6 :30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 703-308-3959. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-305-3602 for regular 
communications and 703-305-3602 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661 . 




Curtis E. Sherrer 
Primary Examiner 
September 6, 2002 



